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Historical background

Defensive marks

Common law protection through passing off
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Defensive marks

Definition
Defensive trade mark is a form of trade mark used to prevent trade mark
infringement. A defensive trade mark can be applied for by a trade mark owner of
a well-known trade mark for goods or services that are not intended to be used by
that owner

Advantages
 Easy to prove that a mark is well-known / famous
 Automatic protection

Disadvantages
 Protection only against identical marks
 Need to register
 See IPAB order in NIRMA vs NIRMAL (13/09/2013)
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Common Law protection (Passing off)

Conditions
 Goodwill
 Misrepresentation
 Damage

Advantages
 Protects the registered and unregistered marks
 Broader protection

Disadvantages
 Products are playing an important role
 Difficult to meet the requirements
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Historical Background

Systems were not fully efficient

Increasing need to find an efficient way to protect 
the well-known marks
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International regulations

Paris Convention: Article 6bis

TRIPS Agreement: Article 16 (2) and (3)

WIPO Recommendation
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Paris Convention

Article 6bis (1) [Marks: Well-Known Marks]

The countries of the Union undertake, ex officio if their
legislation so permits, or at the request of an interested party, to
refuse or to cancel the registration, and to prohibit the use, of a
trademark which constitutes a reproduction, an imitation, or a
translation, liable to create confusion, of a mark considered by
the competent authority of the country of registration or use to
be well known in that country as being already the mark of a
person entitled to the benefits of this Convention and used for
identical or similar goods. These provisions shall also apply when
the essential part of the mark constitutes a reproduction of any
such well–known mark or an imitation liable to create confusion
therewith.
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Paris Convention

Conditions

 A reproduction, an imitation, or a translation

+ extension if essential part

 Liable to create confusion

 Well-know in that country

 Identical or similar goods
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TRIPS Agreement

Article 16bis (2)
Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to
services. In determining whether a trademark is well-known, Members shall
take account of the knowledge of the trademark in the relevant sector of the
public, including knowledge in the Member concerned which has been
obtained as a result of the promotion of the trademark.

Article 16bis (3)
Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to
goods or services which are not similar to those in respect of which a
trademark is registered, provided that use of that trademark in relation to
those goods or services would indicate a connection between those goods or
services and the owner of the registered trademark and provided that the
interests of the owner of the registered trademark are likely to be damaged
by such use.
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WIPO Recommendation

Definition / List of Criteria (Article 2)
 the degree of knowledge or recognition of the mark in the relevant sector of the

public;
 the duration, extent and geographical area of any use of the mark;
 the duration, extent and geographical area of any promotion of the mark, including

advertising or publicity and the presentation, at fairs or exhibitions, of the goods
and/or services to which the mark applies;

 the duration and geographical area of any registrations, and/or any applications for
registration, of the mark, to the extent that they reflect use or recognition of the
mark;

 the record of successful enforcement of rights in the mark, in particular, the extent to
which the mark was recognized as well known by competent authorities;

 the value associated with the mark;
 Consumer;
 Channel of distribution;
 Business circles dealing with the product;
 Registration
 Broad recognition

 guide, assist but not binding
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WIPO Recommendation

Scope of protection
 Bad faith (Article 3)

 Conflicts covered (Article 4)
(1) Identical / Similar products
(2) Different products: 3 tests

• (i) the use of that mark would indicate a connection between the
goods and/or services for which the mark is used, is the subject of an
application for registration, or is registered, and the owner of the well-
known mark, and would be likely to damage his interests;

• (ii) the use of that mark is likely to impair or dilute in an unfair manner
the distinctive character of the well-known mark;

• (iii) the use of that mark would take unfair advantage of the distinctive
character of the well-known mark.
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3 Levels of Protection for Well-known TM

Unregistered marks for similar products
 Identical / Similar marks
 Similar products
 Likelihood of confusion

Registered marks regardless of the products / services
 Identical / Similar marks
 Different products
 Different tests:

Likelihood of taking unfair advantage of the repute of the mark (EU/IN)
Likelihood of connection (EU/IN)
Likelihood of being detrimental to the repute of the mark (EU/IN/USA)
Likelihood to cause dilution (USA/IN)

Unregistered marks regardless of the products / services
 Level 2 for unregistered marks
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3 levels of protection

Principle
 Level 2 in Europe, USA and India

Exceptions
 Europe

EU legislation grants level 2 (connection + detrimental)
Some national legislations grant level 3:

• Denmark
• Slovakia
• Latvia

 India
Mix of the different tests in level 2 (dilution, connection detrimental)
Similarity of products taken into consideration (ex: Official list, NIRMA)
Honest concurrent use
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3 levels of protections

Exception
 USA

Before 2009: Dilution only for ‘identical or nearly identical” 
marks

Since 2009: Decisions recognizing a broader scope

• Levi Straus & Co. v. Abercrombie & Fitch Trading Co., 633 F.3d 
1158 (9th Cir. 2011)

• Starbucks Corp. v. Wolfe's Borough Coffee, Inc., 588 F.3d 97 (2nd 
Cir. 2009)

• Nike, Inc. v. Maher, 100 USPQ2d 1018 (TTAB 2011)
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3 levels of protection

Progressing

Still not harmonized

Level 2 should be a minimum for each country
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Not binding

Principle

 Factors are not compulsory

 Case-by-case analysis: same marks, different results
Between the different systems
Inside a country or even a court

 Well-know in relation to some products/services

 Not binding, no automatic protection 
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Mark “BOSS” in Europe 
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Not binding

Principle

 Factors are not compulsory 

 Case-by-case analysis: same marks, different results
Between the different systems
Inside a country or even a court

 Well-know in relation to some products/services

 Not binding, no automatic protection 
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Well-known in relation to some products / services
http://ipindiaservices.gov.in/tmrpublicsearch/wellknownmarks.aspx

7 O'CLOCK for shaving razors

AIWA

BAJAJ

BATA& BATA FOAM for footwear

BENZ

BISLERI

CARREFOUR

CARTIER for wide variety of goods including jewellery, watches, 
perfumes etc.

CATERPILLAR

CHARLIE

DR.REDDY In respect of pharmaceutical products.

DUNHILL

ENFIELD BULLET

EVIAN Mineral Water

FEDDERS For air conditioners

WHIRLPOOL For electrical goods

GLAXO

HAYWARDS 5000 For alcoholic

HOLIDAY INN

HONDA

HONDA For motor cycles, motor cars etc.

HORLICKS For food products, malted biscuits, toffees

Hamdard

INTIMATE

Infosys

Intel
KANGARO
KIT KAT
LETTER*T IN A CIRCLE House mark
Logo *M' in the distinctive style and design of the famous golden 
arches
MAHINDRA& MAHINDRA
MARS for chocolates, confectionery etc.
NIRMA See also Sl.No.32
NIRMA for washing & cleaning preparations
NIVEA
ODONIL & ODOMOS For mosquito repellants
OMEGA
PANADOL & PANADOL EXTRA
PEPSI
PHILIPS
PIZZA HUT Logo in respect business relating to restaurants
PLAYBOY for magazine and several other goods
RED BULL
REVLON
TACO BELL for Restaurant business
TATA SEE also TATA CASE
TELCO
TOSHIBA
USHA For sewing machines, electric fans etc.
VICKS VAPO RUB
VOLVO for automobiles
WHIRLPOOL
WOOLWORTH In respect of clothing etc.
Yahoo
Polo (label with device of polo player)
GE Monogram
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Not binding

Principle

 Factors are not compulsory  Trends by country?

 Case-by-case analysis: same marks, different results
Between the different systems
Inside a country or even a court

 Well-know in relation to some products/services

Not binding, no automatic protection even if 
there are some TRENDS
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Trends by Area

EU
 7642 decisions
 55% recognizing reputation

USA
 482 decisions
 60% recognizing reputation

Commonwealth (including India)
 1236 decisions
 51% recognizing reputation

India
 274 decisions
 86% recognizing reputation
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Not binding: Solutions?

India

 Article 11(8) Trademark Act:
Where a trade mark has been determined to be well-known in at
least one relevant section of the public in India by any court or
Registrar, the Registrar shall consider that trade mark as a well-
known trade mark for registration under this Act.

 Court and Registrar decisions are binding for registration 
matters
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Not binding: Solutions?

Need to guarantee an automatic protection

Need to inform the future applicants

Well-Known in relation to certain products/services
 Non-sense

Why not a list by area?
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List: Europe
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List: Commonwealth
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List: United States
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List: China
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Thank you

Francois Neuville

Regional Manager

Darts-ip

Email: fneuville@darts-ip.com

Phone (HK): +852 9164 3987

Website: www.darts-ip.com
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